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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-2, 4-13 and 18-20 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Dubois et al. (US 
6,107,430). 

Dubois' Samples 24 and 28-78 demonstrate the preparation of hot melt 
adhesives (HMA) compositions and the listed properties of HMA compositions meet all 
of the limitations of the instant claims (Tables X-XV). It is noted that Dubois does not 
expressly disclose Brookfield Viscosity and the SAFT value is listed only for Sample 24. 
Since the properties of Dubois' HMA compositions listed are all within the ranges of the 
those of the instant claims and Dubois' HMA compositions are made by processes 
using catalyst compositions which are very similar to those disclosed in the instant 
specification. Especially the viscosities of the ethylene copolymers and the HMA 
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composition are closely related to Brookfield Viscosity, based on the values of the 
viscosities listed in the table and other physical properties, one of the ordinary skill in 
the art would have expected that the claimed limitations would be inherent in the prior 
art HMA composition. 

Once a product appearing to be substantially identical is found and a 35 USC 
102/103 rejection made, the burden of proof is shifted to the applicant to show an 
unobvious difference. In re Fitzgerald, 205 USPQ 594. In re Fessmann, 180 USPQ 
324. Applicants have not met their burden to demonstrate an unobvious difference 
between the claimed product and the products of the prior art examples. 

4. Claims 3 and 14-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Dubois etal. (US 6,107,430) in view ofKlosin etal. (US 6,825,147), Timmers (US 
5,703,187) and Campbell, Jr. et al. (US 6,150,297). 

Dubois' teaching is relied upon as shown above. Dubois further teaches the 
ethylene copolymer can be ethylene-styrene copolymers (col. 21, lines 42-51). It is 
noted that Dubois does not expressly teach the metallocene complexes of the instant 
claims except (C 5 Me4SiMe 2 N t Bu)Ti(n 4 -1 ,3-pentadiene), Dubois does teach that 
metallocene catalysts used in the ethylene copolymer preparation process are not 
limiting as long as they can provide the ethylene copolymer that is suitable for the HMA 
composition. Metallocene complexes such as those listed in Claims 14-17 are taught in 
Klosin (col. 3, lines 9-11; and Example 2), Timmers (col. 5, lines 10-13; and col. 10, 
lines 28-50), and Campbell (col. 3, lines 1-65) for efficiently copolymerizing ethylene 
and styrene. 
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Thus, it would have been obvious to a skilled artisan at the time the invention 
was made to employ Klosin or Campbell's metallocene catalysts to Dubios' process to 
provide ethylene copolymers for the preparation of HMA composition since such is 
conventional done in the art in order to control the properties of the HMA product and in 
the absence of any showing criticality and unexpected results. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Caixia Lu whose telephone number is (571) 272-1 106. 
The examiner can normally be reached from 9:00 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful and the matter 
is urgent, the examiner's supervisor, David Wu, can be reached at (571) 272-1 114. The 
fax numbers for the organization where this application or proceeding is assigned is 
(571)273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 
1700. 




Caixia Lu, Ph. D. 
Primary Examiner 



